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Ac tion of Dctober 
Reconsideration of th » 

-Pe=„u Ily reqwstM Cat ""' - We in . ls 

70. 84 91 « " 9 " the 'Nation. 

' " - 102 ' U5 have been 

v « JDeen amended. 

«"» under 35 0 s c ' 1Q? ' JU - 113 - 1» 

anticipated by u s p , ' 28 all «9*dly being 

( - 3. Pat6ntNo . 5 ,3 9 0, 238toKirketai 



In item 5 of the Office Am- ■ 

«• - «- «a S r TT cloims 78 - - - ... 

^*^^ ZL ™" 35 °--«>03,., a, 

1 KIRK m view of o s d «- 
to Custy rcaS3T>1 •. Patent No. 5,774,879 

1 • In item 6 of the off 
w ^ rejected under 35 „ , „ ACt± ° n ' Clalni »1 

™ ^ view of u S p ° bvi ° U5 «v er 

S. Patent No . 5 , 642 _ 

m ite* 7 of the Qffice 42 ' 731 t0 ( "KEHR") . 

iice Action, claitn 1 1 a 
35 U -S.C $ 103(a) as 14 ^ «^«ed under 

> ■» beang obvious over kirk. 

APPlicant respectfully traverses the , 

3 the above rejection.. 
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ApPlic. No. 09/941,841 
Response Dated ultJl 7o 

More particularly t-h=> 

Ay ' th © prior art 

y clalraed b ; j p ; ottonic SMtem , as 

y applicant. 

Contrary to th* 

— —no tne di so loaure of th l^2 L * . 

Applicant", in , tanf , . ' ^ 

computerised preacrio,. • a 

In connection «i th th „ 
Ap P lic,„ t , s clairas , »:« tions of miiny of 

KIRK, among othe d 
—«i a e d ltoitations of cla m Cl ° SeS Ce """ 

A " Pli "" «=P- £uIly di3agtea=i 

«ore p articulatly , „ othing ^ 

line, 20 - 4 , „_ „ OC " «1. 3 of 
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Applic. No. 09/941,841 
Response Dated Ma£iw 7, 

6 action of October l 8 , 2005 



— 9 *- u V ^ 

including medication ^ 

fnd pharmacist 14 gea to ^nitoring S6 ™, , 

infrt>*m=4. ■ Fnarmac? ia service 19 



order to '^72^°^ "•^uSSZL?" 10 * 12 ' 

Nothing in the 

monitoring 3ervice the P h ™ci st and the 

PO" ion « 2CXRK „. Ither teach ".d 

6r teache 5< nor suggests * 
communications involve *** 

fUrther supported by Pig 2 

reproduced herebelow for ' ' ' Which is 

w ' for convenience. 
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^Plic. No . 03/941,841 

Action of October i 8 , 2003 




"EPlCAnON , MEDICATION 

■GMCATHHI • I 
APPROVAL SCHEDULE 



KDICATION 



SERttCE 
.REQUEST 



-*5G« STATUS 
"SERVICE ORDER- 




DOCTORS 



OPERATION citLt 
WOWIATION XNFOUUTION 

SALE/ 
DERATION 



^ CARE 
PROVIDER 



Rather, the 

information between doctors , • 

£>e ' «"t^ly, enacted via , 
and entered into the ^ or 

y an Operator working for th „ M . 

— ^ — ~ - - - 

oxce p>,^ n n)| , 

P-cesao. 106 . Fig . 5 of ^~7 - 102 and 

^rebelow, as a c additionally reproduced 

' as a c °nvenience. 
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10? 




rmzi voice 

II* H .PHONE 
, ; [NETWORK 

102 



104 



PROCESSOR 
BUS 




BACKUP DATA] 
1 DEVICE 



U2 



DATABASE 
ISO 



ISO 

[ Hr-SPEEol MX/ ■ 



ASSUCh ' COnt — y to the Office Act- 

^-e^n^^ — y no 

proscrxptxon information. 
Further, that the 

— - a^ ted in col 5 - "™ 38 °* 

st at e S: KIRK, lines 4 0 — 54 r which 

Because the he^Uh 

interaction with the patlen? % ° btaine <* during " 9 

r?w r ntral 3erve ^ 38 eiJw - 2 Can be forwarded to 
r-w form. The Centra ° JJ an alyzed r £ 
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«PPlic. No. 09/9 41 , 84! 

October 18, 2005 

daily activity i eval «, 

^cation co^plUnce' S*** de * r *da ti o n , and 

?n s S u a ? ViS ° r ^-? S ?or y a3 re ?rf t0 tL doctor 24 
instructions) a «t 3 re 9uj.i:ed hv i-h~ 

real ized . ^e'd^^^^op sy 3tsm \ b / lector' s 

via ^^^nT,^ ^an flm ^«.VP "t care is 
Applicant) Sl ^^^ 

A3 ^ ^ — — ■ th. Physic±aa lQ 

electson^x^ not per mitted to 

and/ ° r databases of kirk. 
Noith^ kirk, nor th „ . k 

tho *— ^r„^- -« s £ r „ vhioh 

Appiicanfa i MewMm 

ions ' Providing access • ^ 
P^a™. ceuticala t0 tion about 

Pharmaceutical- ■ " -SSltion for which the 

3 attit «*>le for treating. 



For 



sample, Appl icant , 



limitations; 



claims 70, recit 



es, among othe; 



acoes, to .. ""'"-Pt^on information ,„? p""^™" <" 

* « • 
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lces ' among other i • • 
a computer n r 

X1 y access to: 

• ♦ . 

f2J information ^ 

«UiL«bl« i' - ***** the 5r ^EEanaedby 

APPUC3nt ' 5 102 recitea 

eS ' am °«g other lln,^ ^. 

-Limxtations: 

a± l. . 



■ — tuns : 



**«K certainly doe* „ . 
— a Ccess tD inf _ tion J - ac h or Suggest 

out Pharmaceuticals 
p age 25 of 38 
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Applic. No. 09/Qat « 
Kespons* Dated m' 941 

0f fa,ce Action of octnh. 
K« ^ October i 8 , 2005 

— " — " n<utlrt in for which 

7 Clal, ° 3 100 ana 10 1. 

ln "» action, Hore pa T " C ° MiH "" " 

*c tS o n atat6s . Pa 9 e 10 of the 

M ' *n part: 

Claims 78 - An r> 

Erected toward, ' 87 " 90 ' 108 ~ „ n 

h ^ti ftg data d ^ 3 irf Zed of ^ 113 *** 

however, it is ™ *a atuire ia not^ ** ra ng in g an<J 

fusty (Col. ij f* 1 * n °»n in the ar t in 

ordinary skil??* J?"* 6 been °b»lo?. ° f the 

support ^w**- the art to h= or °ne of 

*PPlic ant re, psc „ ully 
combination, do no , ^"ces, alone Qr ^ 
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Action o f October i 8 , 2o05 
P1Xat ' KIRK Primarily int . 

" - «• » ^closed in SQction z a ' — ~ . 35,. line3 
teach**, nor s *' ab ° ve ' ^RK neither 

ggS3tS ' interact e i ee * 

-~ - - — by the prescriber • el — 

" <— or suggestion ■ AS — i3 not 

Nation on ph _ aceuticais ** °< access to 

mutton, there A . ^ ^ PuLlm lt 

al *° a °«mpleto lack of • 
modify kirk. i„ KIRK . . °* m ° tiVatio - to so 

**' the pre 5Criber d 

interactive acce 9s to the 0t haVe 

the computer system a 
»o need in KXRK to m w ys tein. As such/ 

to prov ide anyone with informat , 
* h — u ticala aj^^ . ^ Nation 0n 

Nor does custt t^n), 

teach or suggest eleetronlcall v 
i-or^tion on pharmaceutic ba ^ ^ 

Edition to b e treated ° n «>r patient 

treated, as stated i n the 0 f fl 

closes an automated financial i™- 
Processing system . SiS^^n^u^ 

«« 0 f f ice Action Cl7ST7 ' 38 ' 53 ' cited in 

deiimUe^or' AJc^ atted ' for example as an ac 
user a j«,« k ASCIr fixed data fii« t 3 an A SCII 

port 13 a general 
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A " 10n ° f 18, 20os 

description of 

The method then ~ ta to b « Present- ■ 

fi elds that- - Proceeds to 3teD ?cf S t d in the report 

The user ® avai ^bl e to thf ° Where a ^ the 

where the 15! ^ thod prociel ? b * inc ^d ed 

criteria, and Clfies the sort or at Step 

the particn? ther fie ^ def Infr\ o r ' sel *ction 

select only to Sott on a oar???*, r 6Jcam Ple, 



— A. ,„o„. eve „ P "" nt/ "« di =- conditions . Nor 

n, «veo ln combination .1 
references do „ ot „„ rt ' the K1 ** »nd costy 



^ tth * r ' *» «** »° dlfy o„o teferenc . 

-« «« Provided, i„ tho „ _ ""^ —«■«. th.„ 

— rheM is no ea0e3 - Soma -nation for th0 

suited in the 0f£ice 
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Further, as diacasec, 

motive- their " ere s °»* 

motivation to modify rtok 

" K1,<K ' «» COSTI reference t.v., 

cojnbination with kt» ln 
With KZPK „oul d stlll „ ot teacb 

Applicants ln „ ntlon of ~«t 

fall °' - .m» ^ 

in - 6aCh ° r s «ffg«3t arranging 

about Pharmaceuticals ^ 

Cals ^ Patient condition. 

*"* ~*«»~, cited in tne omce Acti • 

m 1£) 1/ does not cure t-ho 

-nsioo ul Lhe Kirk „ the above 

6 ™ and references. 

As such, Appli cant , s indeed «. 

j-naependent claims 70 ac 

beli eved patentable rt ' 96 ' * nd l0 * are 

patentable Over the >~ D ^ 
Action. Frances oited ln 

Wlth a Prescription. 

^ther, Ap Plicant , 3 smended 

Imitation,, ""tea, among other 

limitations: 3 ' ainon 3 °ther 
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Applic. No. 09/941,841 
Re 3 pon Be Dated Mar h 3 ZQn , 

t0 — - Oc tober M( 2O05 

^^^J^S^J^J. instructions for 
patient coadition aisoai^ ^ nnati0r1 ' Ending a 
"hich has been E*££5 ^ * *~«*P«o», 

computer interface?^ for ^^^ions using a 
prescription infom a t?l f receiving said 
communications link to L**- ? P hatm acy over a 
Applicant] llnk to be f ^ied. [emphasis added by 

r::;;:r iMnt ' s — - — — 

about a patient basld on a^'J? ~"? ain ^^xmation 
the provider of that database an2 , relatio ^i P with 
patient information into - , ° r asse ^>Hng 

version of said patient^ nS ° l0giCally current 
Patient's presciptiS^^^^^P^on history, Sai<i 

-•did conditioner- ^ 4^^^ Uding at lea8t 
least one prescription a8Soci **ed with at 

Ptxon. [emphasis added by Applicant) 

As mentioned above in ■ 

ir;:r icai to a — ~— - — - « ». 

cited references (kirk, custy or kerb, 

., , . ' ° r ***** tea ch or suggest 

displaying, providing ox- ac ^ Q - 

includi " ln9 ^—iP^-n inro^at^, 

-eluding a patient Oondition associate<J 

a with a prescription 
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Applic. No. 09/941,841 
Response Dated March 13. 2006 
Responsive to Office Action ~ 

Action of October 18. 2005 



IV. The KIRK, KEHR, and CUSTY r ~<- 

euggest, providing aeceoj 11 f ° renoes "either teach, no* 
including Hw^dical^nS^ patlent ' s »*dical history 
agents used to treat that 0 ^^!^:^^ 

Applicant's claims 91, 99 and 1K 

r y» and 115 recite computerized 

access to: 



«> information about a p ati e„ t . a medioal histocy _ 



and 



«> information aoout t n e r ap 6utic .^j^ ^ 



at least said m^Hi 



cal conditinn- and 



»1 infor.ation about indlvidual pleact . b6r activ . ty 
As »e««o„e d a b ove, i„ Section , £ ^ 

5 u, 9 ea t di3pa a ving , providl „, 

info^tion. i„ cluding . patient condiUon asaooiated ^ ^ 
pres=ri P tio„. a5 requit9d by ftppllcant , s lndepwdent ciaims 

»«. « «« ... Bi*i« ly , „o„e OI t„. teference5 clted in the 
o«i=e Action information about . patlent , s medicoi 

including at least one medical eonf Hf 

Cal eondatl «» °* a patient and 
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Applic. No. 09/941,841 
rVJZT* Dated March l3 < 2006 
e3POftSltfe t0 ° £fiCe ot October „, 2005 

information about thpr^. 

raPeUtl ° agents Scribed at least 
that medical condition, among othe^ • 

. limitation of Appii cant . s 

claims 91, 99 anc , 115> 



- flppllcant . a lMepMdent claiM g9 aM ws ^ 

to be Patantable over cUed re£etence ^ 



V. 



formulary inf orotic; to !L drug 

prescription ir?iiSd wi£ L** elect «™" 

drug. . 1Ued Wlth » benefit pi an r.^^ ^ 



allegedly being obvious over KIRK an rt 

r KIRK and KBHR. Applicant 

respectfully disagrees. 

«oxe P a Itlculatly , appll=ant . s iM ^ 

-limitations : 

provider '« drud f n ™„i , 3 d *~ UCT b*n*«» 

ensure that 

*»»l.«y P r e£ e C e„„ s , to ensute ^ ^ 
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Applic. No. 09/941,841 
Response Dated March 13, 2 0 06 
tUF.a.1,. to onto. »« lon M 0 „ 06er 

prescription l3 fillea „ lth 2 _ 6sa2£itiisa re=omTOnded 
A drug ^eat p„„ id „, „ UMd ln th . ^ 
different £ ro„ . drug provider or phacmacist Rather _ ^ 
inatant appiication. a drue, b^erit provider is one ^ 

PCOVUSS PaCiS " ,S «=» « .» insurance company 

« such, clai™ 100 and m requlI9 provlding inJormati!>n ^ 
to which dtugo the ^ provid „ ( . e _ 

Pr-crib^hyaician, „ ot the rtmmel , t) pIefers ^ 
. — i«l condign, to enaur, that the preacription ^ 

* b..em Plan . miov „ a dlllu . ^ ^ 

P~«d.r i^ the P h ysi0ian/pr „ scrlber Qt the pharmaclat , s 
supported by th. rewritten pmgrttb (see , pteliminaty 
—d^nt filed ln the inatant case , pagea 3 . 4) ^^^^^ ^ 
Page 3, line 17, which states: 

Plan issSeS by a dr^s b Jn^^ ned drug be ^fit s 

Patient. Dru£ xoSLieTfre £ 3 ^ 

patients and vary in ron^ * specific to groups of 
benefit provided an"2 SSJx as „ betW6e " <™e drug 
another/ DSg for^ularv SL and .° ne Patient * rou P and 
determinative 9 ^ ^e'c^t-^L^^nes 1 : oT ally 

and aggrava Jng^nd iLl^t *° ^ patient compliance 

health maintenance o«anr^ n3 cor P° rationa ' in.ur.rs 

nrm , ifqfl „ : enance organizations and government 
providers, for example MEDICAID and ME D I CARE L n k 
enormous. The cosf Z. ■ n * ul w«E, can be 

^ W^oS'Si'S- may 

generating a more serious, expensive adverse health 
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ftpplic. No. 09/941,841 

"early, the arug benem ^ ^ ^ 

PHy Si c lo „ /pc „ ocibei „ d , absent Applioant , s ciainea ^ 
t*™^, Physician/ptescrlber approved dru9s 

not necessarily drug benefit «™ 

g Benefit provider approved drugs. 

The Office Action states at th* 1- 

ares at the top of page 8 that the drug 

benefit provider is diacIosed in ^ , rf ^ ^ ^ _ 
above i„ Sec tion X, the cited portion of KIRK states: 

in FIG. i. Docto ^ 24 prov!Sf P ri- Sy5tem "Crated 
including medication chanaef ^ iC * ti0n inf °^tion 
and pharmacist 14 PhSmaS^t- ^J*™^*^ service 12 
information to clients I « , 14 P rovi ^s medication 

instruction inxoraSion L Med * Gatio " "TV \ and 

monitoring B «r^™ *£ J„ LIT P^cist 14 to 

request. Monitoring "e"ic^lf°c?J£ \ °*™ iC * 
change order from Soctols I 4 L2n^%^ e medic ^i°n 
request f r0 m client 16 Client ts f^rvice 
from clients 16 to sales ^h ! • lnf orma tion is sent 
18. A service statu Ls a^t. t^T re Presentatives 
services representing 9 *? Jo f M SaleS and 

in responsef ^niiortnTserV^f orT^ 3erVlCe 12 ' 
order to sales and service Provides a service 

Monitoring service lllltl re P resen tative s 18. 

approval L m +„Z7™ 

xntormatxcn fro* pharmaci^ H an^ ^L? 1 ^" 
approval - f * *«' "edieatjnn 

-"ice 12 also gene'rfteT fSST! Storing 
doctors 24 and pharmacist ? 4 JiTS?" SChedule to 
representative 18 oroviriL The . 5ales and service 
care provider^nTt^ tLTl^s^ t0 
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Applic. No. 09/941,941 

Response Dated March 13, 2006 

Responsive to Office Action of October 18, 2005 

No where in KIRK does it teach or suggest that medication 
approval is related to a drug benefit providers formulary 
Preferences, KIRK neither teaches, nor suggests, providing 
"drug formulary information identifying a t least one of 
multiple drugs a* a patient's drug benefit p ^n-,,- ^ 
formulary preferences", as required by claims 100 and 101. 
KIRK certainly does not teach or suggest any measure "to 
ensure that the electronic prescription is f illed with a 

benefit plan r^nw.ndnrt drug", as required by claims 100 and 
101. 



Neither the KKHR reference, cited in the Office Action in 
combination with KttUX against claim 101 for disclosing a drug 
contraindication review routine, nor the CUSTY reference, 
cited against other dependent claims, cure the above 
deficiencies of the KIRK and references. 

As such, Applicant's claims 100 and 101 are believed 
patentable over the cited references. 

VI. Among other limitations of Applicant's claims 70 91 99 
us°L a ^?^ IRK failS - — - — a grapnicar' 

More particularly, claim 70 recites, among other limitations: 



ng 



r^Hio 0 ? 6 user . COm P»ter, said user computer havi, 
a graphical user interface facilitating fulf illm e n* of 
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Applic. No. 09/941,841 
Response Dated March 13 2on * 

XT'.' 5 lna ~ 91 — — . — 

otner limitations: 

Preaaripticn information L P ™ ttxng dis Pl*y of g 
Applicant's independent claim 99 

limit- "cites, ^ oth 

-Limitations : 



b • a computer D rorr s--, m . 

said computer J^JJJ SontJ?nrL Sald . inem0ry medil ^ 
implementing a aranhi^=i ng lns t ructions for 

other limitation,: ' a " ,onsl 

Prescription information P# * ax J tl »» capture of * 

Applicant] ' • • femphasis added by 

apture prescription information. 

Although KIRK discloses local central 

central servers 

computer 48, health . Portable 
°» nealth support units 30 and ^ - 

JU and remote modules 3i, 
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APplic. No. 09/94l,8«l 
Response Dated Match 13, 2006 
Responsive to Office n^ri™ - ~ 

CUCe Acti °n of October 18, 2005 

— not dlscloa „ any speoific detaus ^ ui>its 

-lati„ 9 to the apecific co „ flgurotlon of their ^ 

^S^- - "int etfoca „. teferen=ed ±n conneotion 
»*■ « - he S1 t h 5upport ^ 30 ia Mfetred to ^ ^ ^ 

3 - , „ po3siWy belng „ M RS422 interfaM _ 
- Jor sy3ta ,„ eJtpa „ sion ^ as ^ 

access point to . y . tem ana patlent teta „ ( . s ^ 

graphica l ua^y ^totfaiu. ..r ^ 

~^ "»wrac« of claims 70, 91 aq Tno 



' ^ J -' and 

»uch, Sppil ca„f 5 olalm3 , 0< Mf M2 ^ ^ 
beUeved to be , urthet patent(lbie over ^ 



VTI » Conclusion, 



Uh " her taken "~ « - ^ inotl o„. t each „ 5ugge3 t 

; o he ;; ature ° of ciai - 7 °- •« - ™ - n, claiMS 

70/ 84, 91, 96 ~ 102 lie 

102 and 115 are, therefore, believed to be 
Patentable over the «. The ^ _ 

be Patentee a s well because they ^ _ 
dependent on claims 70, 84, 91 or 102. 

I- -ew of the f ore g oin g , reconsidemion and allQwance of 
claims 70 - 11S are solicited. 
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Applic. No. 09/941,841 

Response Dated March 13, 2006 

Responsive to o ffiee Action o£ 18> 2005 

in the event the Examiner should still find any of the clai™ 
to be unpatentable, counsel would appreciate receiving a 
telephone call so that, if possible, patentable language can 
be worked out. 

Additionally, please consider the pr esen t as a petition for a 
one month extension of time, and please provide a one month 
extension of time, to and including, February 21, 2006 to 
respond to the present Office Action. 

The extension fee for response within a period of one (1) 
month pursuant to Section 1.136(a) in the amount of $ i 20 . 0 0 in 
accordance with Section 1.17 is enclosed herewith. 

Please provide any £urther extensiofts of ^ ^ ^ 
further fees that might be due with respect to Sections !.l 6 
and 1.17 to the Deposit Account of Robert M. Schwartz, P.A., 
No. 19-0734. 



Respectfully submitted, 




Robert M. Schwartz 
Reg. No. 29,854 



7 

March 13, 2006 

2445 Hollywood Blvd. 
Hollywood FL 33020 
Tel; (954) 924-0707 
Fax: (954) 924-0717 
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